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Hon. Commissioner of Patents and Trademarks 
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Alexandria, VA 223 13-1450 

Dear Sir 



In response to the Final Office Action mailed January 27, 2006, and in conjunction with 
the Not.ce of Appeal filed concurrently herewith, the Applicants submit the following 
remarks in support of the Pre-Appeal Brief Request For Review: 
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REMARKS 



Represent S ubm I$si on isresponsive to the Final Office Action ofJanuary27 2006 in 
which claims 4 to 13 are presently pending. Claims 4 and 5 have been rejected by'the ' 
Examiner under 35 USC §102(b) as being anticipated by Berger U.S. Patent 4 030 948 
(hereafter "Berger"). Claims 4 to 9 have been rejected by the Examiner under 35 USC 
§1 03(a) as being unpatentable over Raiser et al. U.S. Patent 6,700,209 (hereafter "Raiser") in 
view of Berger. Finally, claims 1 1 to 13 have been rejected by the Examiner under 35 USC 
§103(a) as being unpatentable over Raiser and Berger and further in view of Ikeda et al US 
Patent 5,973,930 (hereafter "Ikeda"). 

Certain claim objections were made with respect to claims 9 and 12 but are believed to be 
removed as a result of an interview with the Examiner, discussed below. 

nie Examiner has failed to establish *pr ima facie case in support of the existing §102 
and §1 03 rejections for the reasons that (i) Berger alone does not show, and Raiser in view of 
Berger, do not teach "a chelating agent which i s bonded to said insoluble and immobile 
Phase" as claimed in claim 1, (ii) Raiser in view of Berger do not teach "wherein said 
package comprises an organic package and wherein said composition is said organic 
package" as claimed in claim 9, and (iii) Raiser in view of Berger and Ikeda "wherein said 
composition is said printed circuit board" as claimed in claim 12. Each of these will be 
discussed separately. 

fi) Berber alono does not show, and Raiser in vta» .fTW~ ^ ^ ^ „ a Qf _ 
wh,ch is bonded to said insoluble and immnhile „ „i aimeH in ^ , 
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The Examiner in the Final Office Action states ma , «, elemCTt „ shown 
Berger W r*rei n ft, immobile pha3e> ^ ^ ^ ^ 

supply polyimide. This poorly formulated rationale in fee Final Office Action does „„, 
show or teach the above element because .here is no immobile phase in a matrix That is 
polymide can only be soluble within polyimide and thus is no. insoluble and immobile ' 
Dunns the interview with ,h. Examiner on April 7. 2006, however, it was then determined 
•tat .tat me Examiner actually meam (bu, never suted in the Final Office Action) was that 
». filler parKc.es need a. column 9, lines 33-37, are the immobile phase. I. should be noted 

insoluble and immobile in the polyimide matrix. 

Berger does teach a composition eapable of being "... modified ^ chdating 
admixed therewith or chemically bonded thereto." (col. 4. lines 6-9) Applicants further 
learned dunng the interview that it is the Examiner's opinion that chelating agents in the 
composition of polyimide plus filler material show or teach the above claim element 
notwithstanding that there is no disclosure or teaching in Berger that the chelating agents are 
actually bonded to the filler particles. 

It is submitted that the Examiner's position is erroneous. For anticipation, each and 
every element of theclaim must be taught. The above element of clam, I requires "a 
chelatmg agent which is bonded to said insoluble and immobile phase" as daimcd in claim 
1 • As there ,s no disdosure in Berger to indicate that the polymer filler particles are insoluble 
and unmobile in the polyimide matrix and that the chelating agent is bonded to the polymer 
filler particles (assuming arguendo that they are insoluble and immobile in the polyimide 
matrix), then Berger cannot show this element of Applicants' claim 1 and claim 1 is, 
therefore, not anticipated. 
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Nor is there any teaching in Berger that the polymer filler particles are msoluble and 

annotate in the polyimide matrix or that the chelating agent is bonded to the polymer filler 

parties. As noted above, there is disclosure m Berger that the chelating agent may be 

admixed in the condition or chemically bonded thereto. However, there j, no teaching that 

the chelahng agent is added when there are polymer filler materials and, more importantly 

there „ no teaching to add the chelating agent so that it will bond to the polymer filler 

parades. It is equally likely that the chelating agent could be bonded to the matrix material 

It 1S unportant to Applicants' invention that the chelating agent be bonded to the insoluble 

and xmmobUe particles so that should the matrix be attacked by the environment, the matrix 

is partly dissolved but the chelating agent remains since it is bonded to the insoluble and 

immobile particles. In Berger, the coating already is impervious to moisture (col. 3, lines 58- 

59) so there is no motivation to bond the chelating agent to the polymer filler particles 

(assuming arguendo the polymer filler particles are insoluble and immobile in the 

polyimide). Accordingly, Berger does not teach this element of Applicants' invention and 

therefore the combination of Raiser and Berger cannot render obvious Applicants' claim 1 



fli) Raiser in view of ^ not teach » w w~ n said nttrk ^ 



comprise s an organ ic 



package and wherein said composition i> -a an»nfe ^ p,- M claiTn ^ in ^ Q 

In the rejection of claim 9, the Examiner stated in the Final Office Action that Berger 
m figure 5 discloses a substrate made of resin and the composition 160 (containing the 
chelating agent) is contained within the package (Raiser clearly does not teach the above 

element). 

Applicants submit that this position is erroneous. The disclosure in Berger is for a 
coating 160 which is on the organic package. Claim 9 requires that -said composition is said 
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organic package" „ ftat to fc on ^ ^ ^ ^ 

m.y^c t h atttl c <! oa«„ gl «0 fonM4panoffte ^ cpadage . ti5notthe 
package per se as claimed by AppUcants i„ claim „. TCerefore> Bergw ^ ^ 

element of Applicants' c,aim9and m»s the Examiner has failed to state a case of 

obviousness with respect to claim 9. 

firmted circuit hoard" claims in Hri^ p 

^^^OmceAcoon.fteExaminerappliadtasam.ratio^eformerejection 
of da™ ,2 as was applied for the rejecdou of c laim ,. Raiser ^ dear , y „„ ^ ^ 

the above element. 

A W«^-^ksa P pUc* I e tom ep.^uli^„fcla to 9aree qMU yapp 1 icable 
to the reject of data 12. That is, the disclosure in Berger is for a coaHog 160 on the 
organic package but Berger does no, teach -wherein said composition is said primed circuit 

^ ^^y.B^^^^^^^^,^ |2mdthmthe 

Examrner has faOed to sate a^„ /a ™ „ „f obviolKlless ^ ^ ^ ^ (J 
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For the above stated reasons, it is submitted that the final rejection of claims 4 to 1 3 
in error and that the same are allowable over the art of recoid. It is believed that no fees 
due with respect to this submission but if any fees are due, please charge the fees to Deposit 
Account No. 090458- 



is 

are 



Respectfully Submitted, 
Eric V. Kline 

Ira D. BleckerReg. No. 29,894 
Telephone: (845) 894-2580 




International Business Machines Corporation 
Zip 482 

2070 Route 52 

Hopewell Junction, NY 12533 
Fax No. (845) 892-6363 
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